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Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 1-19 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. It is not clear whether the pores of the 
"pore portions" are the same as the pores of the foam sheet. It is confusing as to 
how the pore portions reach the open cell layer as the foam pores are part of the 
pore portions. Clarification is required. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 
the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



5. Claims 1, 5, 11, 18 and 19 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Bopp et al (US 5,145,877). Note that claim 1 does not differentiate the foam 
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pores from pore portions. Bopp discloses a foam sheet made from 35 to 80 wt% 
polyphenylene oxide and 65 to 20 wt% recycled polystyrene material (abstract, 
column 4, lines 49-53). The foam sheet has an open cell content of 51 .5% (table II). 
This indicates that the open cells are randomly distributed over the entire surface of 
the foam sheet. Likewise, some of the open cells will be present at the surface of 
the foam sheet. 

The preamble "a car interior member" has not given patentable weight 
because it has been held that a preamble is denied the effect of a limitation where 
the claim is drawn to a structure and the portion of the claim following the preamble 
is a self-contained description of the structure not depending for completeness upon 
the introductory clause. Kropa v. Robie, 88 USPQ 478 (CCPA 1951). Accordingly, 
Bopp anticipates the claimed subject matter. 
6. Claims 1,2, 4-7, and 17-19 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Vonken et al (US 5,618,853). Vonken teaches a foam sheet made from 
polyphenylene oxide and a styrene polymer (column 4, lines 9-13). The foam has 
an open cell ratio of at least 50% (column 4, lines 48-50). The foam sheet has an 
open cell portion disposed between two closed cell portions (column 5, lines 65-67 
to column 6, lines 1-10). Each closed cell portion reads on Applicants' skin material 
and noise preventing member. The closed cell portions of the foam are partially 
opened by perforation (column 5, lines 25-30). The preamble "a car interior 
member" has not given patentable weight because it has been held that a preamble 
is denied the effect of a limitation where the claim is drawn to a structure and the 
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portion of the claim following the preamble is a self-contained description of the 
structure not depending for completeness upon the introductory clause. Kropa v. 
Robie, 88 USPQ 478 (CCPA 1951). Accordingly, Vonken anticipates the claimed 
subject matter. 

7. Claims 8, and 11-13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Vonken et al (US 5,618,853) in view of WO 02/22723. Naito et al (US 7,166,348) 
will be relied on as an equivalent form of WO 02/22723. Vonken does not 
specifically disclose the thickness of the closed cell surface layer. Naito, however, 
teaches a heat insulating material comprising a foam material having an inner part 
with an open cell content of at least 90% and an outer part with a closed cell 
structure (column 8, lines 40-55). Naito teaches that the thickness of the closed cell 
layer is about 16% of the thickness of the foam sheet (example 1). Therefore, it 
would have been obvious to one having ordinary skill in the art at the time the 
invention was made to use the foam sheet having a thickness of the closed cell skin 
from 1 to 25% of the thickness of the foam sheet because such is well-known in the 
art and Naito provides necessary details to practice with the invention of Vonken. 

Vonken does not specifically disclose the contents of a phenylene ether 
component and a styrene component in the foam sheet. Naito teaches a foam sheet 
made from polystyrene -polyphenylene oxide copolymer (column 3, lines 9-10)! The 
styrene component content is at least about 50% by weight (column 2, lines 55-60). 
Likewise, the polyphenylene oxide is about 50% by weight or less. The foam further 
includes a rubber component (column 3, lines 45-46). Therefore, it would have been 
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obvious to one having ordinary skill in the art at the time the invention was made to 
use the foam sheet having the phenylene ether component and the styrene 
component with the contents in the ranges as taught by Naito motivated by the 
desire to provide the foam having excellent heat resistance. 

8. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Vonken et al 
(US 5,618,853). Vonken does not specifically disclose the ratio of the total opening 
area of the perforations to the surface of the foam sheet. However, since the ratio is 
recognized as a result-effective variable, differences in the ratio will not support the 
patentability of subject matter encompassed by the prior art unless there is evidence 
indicating such is critical or provide unexpected results. Therefore, absent 
unexpected results, it would have been obvious to one having ordinary skill in the art 
at the time the invention was made to use the ratio of the total opening area of the 
perforations to the surface of the foam sheet in the range instantly motivated by the 
desire to provide the foam having high absorptivity for liquids. This is in line with In 
re Aller, 105 USPQ 233 which holds discovering the optimum or workable ranges 
involves only routine skill in the art. 

9. Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over Vonken et 
al (US 5,618,853) as applied to claim 1 above, further in view of Joppen et al (US 
6,103,163). Vonken does not specifically disclose the opening end area of the 
perforations. Joppen, however, teaches the foam being perforated by means of 
needles with a diameter about 1mm to 2mm (column 7, lines 55-60). Likewise, the 
perforations are created with the opening end area ranging from 0.8 to 3.14 mm 2 . 
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Therefore, it would have been obvious to one having ordinary skill in the art at the 
time the invention was made to form the perforations with the opening end area in 
the range as taught by Joppen motivated by the desire to provide the foam having 
high absorptivity for liquids. 
lO.CIaims 1, 2, 4-8, 11-13 and 17-19 are rejected under 35 U.S.C. 102(b) as being 
anticipated by WO 02/22723. Naito et al (US 7,166,348) will be relied on as an 
equivalent form of WO 02/22723. Naito teaches a foam sheet made from 
polystyrene -polyphenylene oxide copolymer (column 3, lines 9-10). The styrene 
component content is at least about 50% by weight (column 2, lines 55-60). 
Likewise, the polyphenylene oxide is about 50% by weight or less. The foam further 
includes a rubber component (column 3, lines 45-46). The foam has an open cell 
ratio of at least 90% (column 8, lines 40-55). The foam sheet has an open cell 
portion disposed between two closed cell portions. Each closed cell portion reads 
on Applicants' skin material and noise preventing member. Each closed cell portion 
also reads on Applicants' modified polyphenylene ether based resin sheet. The 
closed cell surfaces of the foam are opened by perforation (column 9, lines 1-10). 
The thickness of the closed cell layer is about 16% of the thickness of the foam 
sheet (example 1). The preamble "a car interior member" has not given patentable 
weight because it has been held that a preamble is denied the effect of a limitation 
where the claim is drawn to a structure and the portion of the claim following the 
preamble is a self-contained description of the structure not depending for 
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completeness upon the introductory clause. Kropa v. Robie, 88 USPQ 478 (CCPA 
1951). Accordingly, Naito anticipates the claimed subject matter. 
11. Claims 3, and 14-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
WO 02/22723 as applied to claim 1 above, further in view of Sugahara et al (US 
6,042,765). Naito does not specifically disclose a vacuum heat insulating material 
comprising a surface layer attached to the surface of the foam layer. Sugahara, 
however, teaches a vacuum heat insulating material comprising a surface layer 
attached to the surface of the foam layer wherein the surface layer is made from a 
non-woven web of glass fibers, polyamide fibers and a thermoplastic resin (abstract, 
column 8, lines 15-22). Sugahara teaches the surface layer and the foam layer 
integrated with each other through the thermoplastic resin of the surface layer 
(column 10, lines 35-42) or an adhesive (column 34, lines 49-52). Therefore, it 
would have been obvious to one having ordinary skill in the art at the time the 
invention was made to use the surface layer of a non-woven web laminated to the 
foam layer motivated by the desire to provide the foam having excellent bending 
strength. 

It appears that the heat insulating material of Naito as modified by Sugahara 
meets all the structural limitations as set forth in the claims, namely a surface layer 
made from glass fiber and polyamide fibers and a modified polyphenylene ether 
based resin foam sheet. Therefore, it is the examiner's position that the expression 
Tg- 65°C < Tm > Tg + 40°C would be inherently present. 
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12. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over WO 
02/22723. Naito does not specifically disclose the ratio of the total opening area of 
the perforations to the surface of the foam sheet. However, since the ratio is 
recognized as a result-effective variable, differences in the ratio will not support the 
patentability of subject matter encompassed by the prior art unless there is evidence 
indicating such is critical or provide unexpected results. Therefore, absent 
unexpected results, it would have been obvious to one having ordinary skill in the art 
at the time the invention was made to use the ratio of the total opening area of the 
perforations to the surface of the foam sheet in the range instantly motivated by the 
desire to provide the foam having higher open cell content and excellent 
compressive strength. This is in line with In re Aller, 105 USPQ 233 which holds 
discovering the optimum or workable ranges involves only routine skill in the art. 

13. Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over as applied 
to WO 02/22723 as applied to claim 1 above, further in view of Joppen et al (US 
6,103,163). Naito does not specifically disclose the opening end area of the 
perforations. Joppen, however, teaches the foam being perforated by means of 
needles with a diameter about 1mm to 2mm (column 7, lines 55-60). Likewise, the 
perforations are created with the opening end area ranging from 0.8 to 3.14 mm 2 . 
Therefore, it would have been obvious to one having ordinary skill in the art at the 
time the invention was made to form the perforations with the opening end area in 
the range as taught by Joppen motivated by the desire to provide the foam having 
higher open cell content and excellent compressive strength. 
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Conclusion 



14. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

US 2004/0229030 to Joseph Owensby discloses a foamed sheet being 
predominantly open cell on one side and predominantly closed cell on the opposite 
side. 

15. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Hai Vo whose telephone number is (571) 272-1485. 
The examiner can normally be reached on Monday through Thursday, from 9:00 to 
6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Terrel Morris can be reached on (571) 272-1478. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. n . . 
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